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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on June 19, 2003 has been entered. 

Response to Amendment 

2. Applicant's amendment submitted on May 23, 2003 has been received and carefully 
considered. Claim 27 has been cancelled. Claims 1-14 and 22-25 are withdrawn from 
consideration, being drawn to anon-elected invention. Claims 1-26 remain active. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 26 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention, as the language of the claim is directed to a method limitation which renders the 
claim vague and indefinite as it is unclear as to what structural elements the applicants are 
attempting to recite, since "the pressure holding fluid" is not an element of the apparatus. 

Claim Rejections - 35 USC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. § 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. § 103(c) 
and potential 35 U.S.C. § 102(e), (f) or (g) prior art under 35 U.S.C. § 103(a). 

4. Claims 15-21 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
McBrayer, Jr. et al. (U.S. 5,552,039) in view of Matovich (U.S. 4,199,545). 

Regarding claim 15, McBrayer, Jr. et al. disclose an apparatus 10 comprising: 

- a pressure reactor 12; 

- an exterior vessel 22 in which the pressure reactor 12 is installed through a gap 24, 
wherein the exterior vessel 22 is isolated from a treatment object and a reaction medium 
fed to pressure reactor 12; 

- means for feeding a treatment object 30 or 230 into the pressure reactor 12; 

- means for feeding a reaction medium 241 into the pressure reactor 12 (column 13, lines 
40-51); and 

- means for controlling pressure 38, 40, 42, 43, 44, 46, 48 (column 9, lines 25-29) within 
the gap 24 between the exterior vessel 22 and the pressure reactor 12 to be higher than 
that within the pressure reactor 12 (column 4, lines 48-50). 

McBrayer, Jr. et al. are silent as to the means 30 or 230 comprising a first solid reservoir, 
a second reservoir connected to the first solid reservoir through a first connecting pipe, and the 
second reservoir connected to the pressure reactor 12 through a second connecting pipe. 
Matovich (FIG. 8A, 8B, 9; column 1 1, line 63 to column 12, line 33) teaches a solid reactant 
feed system 238 for use in combination with a reactor (defined by inlet assembly 200/200a, 
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electrode assembly 300, main assembly 400, and post-reaction treatment assembly 500; column 
6, lines 12-17). The system comprises a first solid reservoir (supply bin 240), and a second 
reservoir (hopper 244) connected to the first solid reservoir 240 through a first connecting pipe 
(fine product output 243), and the second reservoir 244 connected to the reactor through a second 
connecting pipe (housing 246, outlet 250). It would have been an obvious design choice for one 
of ordinary skill in the art at the time the invention was made to provide the solid reactant feed 
system of Matovich for the means for feeding a treatment object including a solid waste in the 
apparatus of McBrayer, Jr. et al. because the solid reactant feed system provides a means for 
introducing solid reactants into the reactor while being sealed from the atmosphere, as taught by 
Matovich (column 12, lines 27-31). 

Additionally, McBrayer, Jr. et al. disclose the apparatus relates to the treating of aqueous 
waste liquids (column 4, lines 12-14). Although McBrayer, Jr. et al. does not expressly state the 
use of a treatment object including a solid waste, the reference further discloses, "disadvantages 
of the conventional reactors include. . . increased plugging potential due to small diameters" 
(column 7, lines 22-29), and "[t]he present invention allows for the construction of relatively 
large diameter reactors. . . [providing the consequential advantage of] reduced plugging 
potential." (column 7, lines 36-45). In particular, McBrayer, Jr. et al. cite an example of 
processing wastes containing dissolved inorganic solids (e.g. NaCl salt) that come out of solution 
as solid particles in supercritical water conditions. Due to the relatively large reaction chamber 
diameter, plugging potential in the reactor is reduced and it is possible to treat wastes which 
otherwise might results in unacceptably low operating utility due to plugging in the reactor, 
(column 8, lines 13-56). The apparatus of McBrayer, Jr. et al. is admittedly capable of processing 
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a solid material, and hence capable of processing a treatment object including a solid waste. In 
any event, a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). 

Regarding claim 16, McBrayer, Jr. et al. disclose the means for controlling pressure 
within a gap 24 comprises a fluid feeder for feeding a pressure holding fluid into the gap 24 and 
a pressure controller 43 for controlling pressure of the pressure holding fluid (column 4, lines 48- 
67; column 9, lines 25-29; column 11, lines 14-34). 

Regarding claim 17, McBrayer, Jr. et al. disclose a means for controlling temperature 
470, 570, 670 of the exterior vessel 22 to be lower than that of pressure reactor 12 (columnl4, 
line 24 to column 15, line 9). 

Regarding claim 18, McBrayer, Jr. et al. disclose the exterior vessel 22 comprises a trunk 
portion 22 and a cover portion 28 that opens and shuts, and the pressure reactor 12 is fixed to be 
removable to the exterior vessel 22 (column 5, lines 14-16; column 9, lines 5-10). 

Regarding claim 19, McBrayer, Jr. et al. disclose pressure reactor 12 is formed of at least 
one of stainless steel or noble metal (i.e., Ni, Zr, Ti, Au, Pt; column 9, lines 52-63; column 10, 
lines 8-41). McBrayer, Jr. et al. also cite that the exact composition of the reaction chamber wall 
will depend on the corrosive conditions experienced with a particular waste feed. 

Regarding claim 20, McBrayer, Jr. et al. disclose an inner surface 14 of the pressure 
reactor 12 is lined with at least one of stainless steel or noble metal (i.e. Ni, Zr, Ti, Au, Pt; 
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column 9, lines 52-63; column 10, lines 8-41). McBrayer, Jr. et al. also cite that the exact 
composition of the reaction chamber lining will depend on the corrosive conditions experienced 
with a particular waste feed. 

Regarding claim 21, McBrayer, Jr. et al. disclose that an inner surface 14 of the pressure 
reactor 12 is, for example, coated with ceramic material (column 10, lines 8-41). McBrayer, Jr. et 
al. also cite that the exact composition of the reaction chamber coating will depend on the 
corrosive conditions experience with a particular waste feed. 

5. Claim 26 is rejected under 35 U.S.C. § 103(a) as being unpatentable over McBrayer, Jr. 
et al. (U.S. 5,552,039) in view of Matovich (U.S. 4,199,545), as applied to claims 15 and 16 
above, and further in view of Suzuki et al. (JP 09-085075). 

McBrayer, Jr. et al. disclose the pressure holding fluid may comprise an inert fluid (i.e., 
nitrogen, helium, argon) that does not react with the elements present in the annulus under 
operating conditions (column 11, lines 30-34), but are silent as to whether the pressure holding 
fluid may comprise water. In any event, the apparatus of McBrayer, Jr. et al. structurally meets 
the claim, since the pressure holding fluid is not an element of the apparatus but a mere recitation 
of intended use. Furthermore, the use of a fluid such as water as the pressure holding fluid is 
known in the art, as evidenced by Suzuki et al. In particular, Suzuki et al. teach a high pressure 
reaction apparatus comprising a high-pressure reactor 2 and an exterior vessel 1 in which the 
high-pressure reactor 2 is installed, wherein a means for controlling pressure within a gap B 
between the exterior vessel 1 and the high-pressure reactor 2 is provided (FIG.; Abstract). 
Suzuki et al. further teach that the means may comprise feeding a pressure medium, namely a gas 
or liquid such as water (Section [0015]). Therefore, it would have been an obvious design choice 
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for one of ordinary skill in the art at the time the invention was made to select water for the 
pressure holding fluid in the apparatus of McBrayer, Jr. et al., on the basis of suitability for the 
intended use and absent showing any unexpected results. 

Response to Arguments 
6. Applicant's arguments submitted on May 23, 2003 have been fully considered but they 
are not persuasive. 

Regarding the rejection of claim 26 under 35 U.S.C. 1 12, 2 nd paragraph, applicants argue, 

"Claim 16 recites, inter alia, "wherein the means for controlling pressure within the gap 
comprises a fluid feeder for feeding a pressure holding fluid into the gap and a pressure 
controller for controlling the pressure of the pressure holding fluid." Claim 26 recites, 
"[t]he pressure treatment apparatus as set forth in claim 16, wherein the pressure holding 
fluid is water." That is, claim 26 depends from and further limits "a pressure holding 
fluid," recited in claim 16." (page 5). 

However, please note that the instantly claimed means for controlling pressure only comprises 

the recited structural elements of a fluid feeder and a pressure controller, and the recitation of a 

pressure holding fluid, preceded by "for" and underlined above, provides not further structural 

limitation to the means and merely indicates the intended use the of fluid feeder element. Thus, 

the claim remains vague and indefinite for the reasons set forth above. 

Regarding the combination of the McBrayer, Jr. et al. reference with Matovich under 35 

U.S.C. § 103(a), applicants assert, 

"... the written description discusses an exemplary structure of "means for feeding a 
treatment object," which includes crushing means for feeding solid waste to the first solid 
reservoir. .Yet. Matovich at best discloses sending waste- from crusher 241 eventually to 
hopper 244, which the Examiner alleges corresponds to the second reservoir. That is, in 
one embodiment the "means for feeding a treatment object" comprising "a first solid 
reservoir" recited in claim 15 corresponds to the crushing means discussed in the 
specification of the pending application including first solid reservoir 101. At best, the 
Examiner could argue the solid reactant feed system 238 and hopper 244 of Matovich 
correspond to the "means for feeding a treatment object" and a "first solid reservoir," 
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respectively, of claim 15. Even assuming, arguendo, the hopper 244 of Matovich 
corresponds to the first solid reservoir of the invention recited in claim 15, Matovich fails 
to disclose or suggest "a second solid reservoir, which is connected to the first solid 
reservoir through a first connecting pipe and connected to the pressure reactor through a 
second connecting pipe," as recited in claim 15." (page 8, second paragraph). 

As stated in 35 U.S. C. § 1 12, sixth paragraph, a claim limitation expressed in means-plus- 
function language "shall be construed to cover the corresponding structure described in the 
specification and equivalents thereof" Taking applicant's Embodiment 1, for example, the 
specification discloses the corresponding structure for the "means for feeding a treatment object" 
may be defined by feeding system 100, comprising the structural elements of a first feed pipe 
105, a second feed pipe 106, a first solid reservoir 101 and a second solid reservoir 103 (FIG. 1; 
page 24, line 21 - page 25, line 1). The crushing means as stated by Applicants above is not an 
element of Embodiment 1 . One having ordinary skill in the art at the time the invention was 
made would have considered the means for feeding a treatment object of Matovich to be 
substantially equivalent in structure and function to the means as claimed by applicants, with 
supply bin 240 substantially equivalent to the instantly claimed first reservoir, and hopper 24 
substantially equivalent to the instantly claimed second reservoir. It is noted that the feature 
upon which applicant relies (i.e., the incorporation of the crushing means with the means for 
feeding a treatment object, disclosed as primary crusher 124 in Figure 8 of similar Embodiment 
5) is not recited in the rejected claims, since the instant claims only call for a means for feeding a 
treatment object, and not a means for crushing the treatment object. In any event, assuming 
arguendo that the crushing means was recited in the claims, the reference of Matovich would 
still meet the claims, since one having ordinary skill in the art would have called sieve 242 the 
first reservoir, hopper 244 the second reservoir, and crusher 241, located upstream of sieve 242, 
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the crushing means (FIG. 9; column 11, line 64 to column 12, line 34). Sieve 242 is inherently a 
reservoir, since although the element is provided for separation of coarse solids from fine solids, 
the sieve must inherently hold the separated solids (thus serving as a reservoir) before feeding 
the coarse and fine solids to their respective destinations. 
Additionally, 

"Applicants dispute that there is any motivation to combine McBrayer and Matovich. 
For example, Matovich includes a reactor tube made of a porous fabric of a fibrous, 
refractory material, and installed in a tubular pressure vessel, which is distinctly different 
from the structure and function of the pressure treatment apparatus disclosed in 
McBrayer." (page 9, second paragraph). 

However, the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See/n re Keller, 642 F.2d413, 208 USPQ 871 (CCPA 1981). In the instant case, the 
teaching to be gleaned from the Matovich reference is that the provision of the recited means for 
feeding a treatment object, comprising the dual reservoirs and connecting pipes, enables 
reactants to be fed to a pressure reactor while being sealed from the atmosphere, and the teaching 
is not the bodily incorporation of the specific pressure reactor of Matovich for the pressure 
reactor of McBrayer Jr. , et al. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer A. Leung whose telephone number is 703-305-4951. 
The examiner can normally be reached on8:30am-5:30pm M-F, every other Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn A. Caldarola can be reached on 703-308-6824. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 

Jennifer A. Leung 
September 3, 2003 ^jju 
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